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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claim 27 recites the limitation "switch" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

2. Claims 52 and 53 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Dickens et al [US Pat No. 6,549,966]. 

3. As per claim 52, Dickens teaches 

an upstream connector for connecting to a computer [105 Fig 1] a Universal 
Serial Bus (USB) using a USB protocol [106 Fig 1], wherein the device [100 Fig 1] is 
external to the computer [col. 5 lines 26-31]; 

a PCI bus structure having a PCI protocol [100 Fig 1 ; 132 Fig 2; col. 6 lines 

32-33]; 
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a bus control module connected to the upstream connector [100 Fig 1] and to 
the PCI bus structure wherein the bus control module is adapted to provide a protocol 
conversion between the USB protocol and the PCI bus protocol [col. 6 lines 59-64. The 
data converter 120 is indirectly connected to the upstream connector based on Fig 1 .]; 
and 

a master slot and at least one slave slot connected to the PCI bus structure 
[154 and 156 Fig 2; col. 6 lines 58-64. The slots through which devices 180 and 182 are 
connected to the bus 132 are viewed as a master slot and slave slot.] 
4. As per claim 53, Dickens teaches 

providing a PCI bus structure in a device [100 Fig 1 ; 132 Fig 2] external to a 
computer[105 Fig 1], wherein the PCI bus structure has a PCI bus protocol [col. 6 lines 
59-64]; 

providing a master expansion slot and at least one slave expansion slot 
connected to the PCI bus structure [154 and 156 Fig 2; col. 6 lines 58-64. The slots 
through which devices 180 and 182 are connected to the bus 132 are viewed as a 
master expansion slot and slave expansion slot.]; 

using a USB protocol to communicate between the device and the computer 
[106 Fig 1; col. 5 lines 26-31]; and 

converting the USB protocol to the PCI bus protocol [col. 6 lines 59-64]. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-23 and 27-51 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dickens et al [US Pat No. 6,549,966] in view of Comer [US Pat No. 
6,081,856]. 

6. As per claim 1 / Dickens teaches a device comprising 

a backplane with an upstream connector for connecting with a computer [105 
Fig 1] via a serial bus [106 Fig 1 ; col. 5 lines 26-31 . The computer data converter is an 
integral part of the device and is hence connected to the computer via the serial bus.], 
wherein the device [100 Fig 1] is external to the computer [105 Fig 1]. 

Dickens does not explicitly teach at least one expansion card for coupling with 
the expansion slot, the expansion card including at least one port to provide an interface 
with the computer. 

Comer teaches 

at least one expansion card for coupling with the expansion slot, the 
expansion card including at least one port to provide an interface with the computer [col. 
12 lines 32-34], 
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It would have been obvious to one skilled in the art to combine the teachings 
of Dickens and Comer to incorporate an expansion card along with a corresponding 
expansion slot within an external device to facilitate the expansion of the capabilities of 
the computer by providing an interface to the computer for peripheral devices. 

7. As per claim 13, Dickens teaches 
a control module [100 Fig 1]; and 

a hub for providing USB/USB+ outputs, the hub being coupled to the control 
module [col. 6 lines 17-28]. 

Dickens does not explicitly teach an external functions unit for providing 
outputs, the external functions unit being coupled to the hub. 

Comer teaches an external functions unit [10 Fig 3] for providing outputs 
wherein the external functions unit is coupled to a computer's expansion slot [col. 12 
lines 32-40]. 

It would have been obvious to one skilled in the art to combine the teachings 
of Dickens and Comer to incorporate an external functions unit to the hub for providing 
USB/USB+ outputs to facilitate serial communication of peripheral devices with a host 
computer. 

8. As per claim 14, Dickens further teaches the control module [100 Fig 1] 
including a port for providing a serial communication link [106 Fig 1] to a computer [105 
Fig 1;col. 5 lines 26-31]. 

9. As per claim 15, Dickens further teaches the communication link including a 
USB link [106 Fig 1], 
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Dickens and Comer do not explicitly teach the communication link including 
power. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to enable the communication link to include power so as to 
serve as a power line for power supply to the computer. 
10. As per claim 43, Dickens teaches 

providing a serial communication link [106 Fig 1] to the computer [105 Fig 1]; 
and 

providing a device [100 Fig 1] for coupling to the serial communication link, 
including: 

providing a backplane with an upstream connector for coupling to the serial 
communication link [col. 5 lines 26-31]. 

Dickens does not explicitly teach an expansion card coupled to an expansion 
slot, including providing at least one port as an interface for the computer. 

Comer teaches 

at least one expansion card for coupling with the expansion slot, the 
expansion card including at least one port to provide an interface with the 
computer [col. 12 lines 32-34]. 

It would have been obvious to one skilled in the art to combine the teachings 
of Dickens and Comer to incorporate an expansion card along with a 
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corresponding expansion slot within an external device to facilitate the expansion of the 
capabilities of the computer by providing an interface to the computer for peripheral 
devices. 

1 1 . As per claim 32, Dickens teaches 

a legacy free personal computer [105 Fig 1]; 

a housing containing a bus monitor control module [100 Fig 1] and a 
USB/USB+ hub [col. 6 lines 17-28]; and 

a serial bus [106 Fig 1] coupling the PC to the bus monitor and control 
module [100 Fig 1 . The device 100 is viewed as containing the bus monitor and control 
module]. 

Dickens does not explicitly teach the housing containing an uninterruptible 
power supply and an external functions unit. 

Comer teaches an external functions unit [10 Fig 3; col. 12 lines 32-40]. 

Comer does not explicitly teach an uninterruptible power supply. 

It would have been obvious to one skilled in the art to combine the teachings 
of Dickens and Comer to incorporate an external functions unit to the hub for providing 
USB/USB+ outputs to facilitate serial communication of peripheral devices with a host 
computer. Furthermore, the addition of an uninterruptible power supply would be an 
obvious modification to the existing system since it is well known in the art as a device 
for filtering, enhancing or modifying utility power as well as preventing the computer 
from losing power during a power disruption or voltage sag. 
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12. As per claim 33, Dickens further teaches the bus to be a Universal Serial 
Bus [106 Fig 1; col. 5 lines 26-31], 

13. As per claim 34, Dickens and Comer do not explicitly teach the bus 
monitor and control module distributing direct current (DC) power to the PC over the 
bus. 

It would have been obvious to one skilled in the art to modify the teachings 
of Dickens and Comer to enable the bus monitor and control module to distribute 
current (DC) power to the PC over the bus since it would be advantageous to utilize the 
control module as a power source for the PC. 

14. As per claims 16 and 35, Dickens and Comer do not explicitly teach the 
control module for providing UPS status and control communication. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to enable the control module to provide UPS status and control 
communication because it would be advantageous to inform the computer to which the 
device is connected of the power status of the devices connected to the computer via a 
port for UPS status. 

15. As per claims 2 and 45, Dickens and Comer do not explicitly teach the 
expansion card including at least one USB+ port. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a USB+ port in the expansion card since a USB+ 
port is well known in the art and is used to provide expansion capabilities to a computer 
by providing an interface for a plurality of peripheral devices to connect to the computer. 
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16. As per claims 3 and 44, Dickens and Comer do not explicitly teach the 
expansion card including at least one USB port. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a USB port in the expansion card since a USB port is 
well known in the art and is used to provide expansion capabilities to a computer by 
providing an interface for a plurality of peripheral devices to connect to the computer. 

17. As per claims 4 and 46, Dickens and Comer do not explicitly teach the 
expansion card including at least one serial port. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a serial in the expansion card since a serial port is 
well known in the art and is used to provide expansion capabilities to a computer by 
providing an interface for peripheral devices to connect to the computer. 

18. As per claims 5 and 47, Dickens and Comer do not explicitly teach the 
expansion card including at least one parallel port. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a parallel port in the expansion card since a parallel 
port is well known in the art and is used to provide expansion capabilities to a computer 
by providing an interface for peripheral devices to connect to the computer. 

19. As per claims 6 and 48, Dickens and Comer do not explicitly teach the 
expansion card including at least one application specific port. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate an application specific port in the expansion card 
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since application specific ports are well known in the art and are used to provide 
expansion capabilities to a computer by providing an interface for peripheral devices 
associated with specific applications to connect to the computer. 

20. As per claim 7, Dickens and Comer do not explicitly teach the expansion card 
including 

at least one USB+ port; 

at least one RS232 serial port; and 

at least one IEEE 1284 parallel port. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a USB+ port, RS232 serial port and IEEE 1284 
parallel port in the expansion card since the ports are well known in the art and are used 
to provide expansion capabilities to a computer by providing an interface for peripheral 
devices to connect to the computer. 

21 . As per claims 8 and 50, Dickens and Comer do not explicitly teach the 
expansion card including at least one modem connector. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a modem connector in the expansion card since a 
modem connector is well known in the art and is used to provide expansion capabilities 
to a computer by providing an interface for a modem to the computer. 

22. As per claims 9 and 51 , Dickens and Comer do not explicitly teach the 
expansion card including at least one network connector. 
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It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a network connector in the expansion card since a 
network connector is well known in the art and is used to provide expansion capabilities 
to a computer by providing an interface for a computer to connect to a network. 

23. As per claims 10 and 49, Dickens and Comer do not explicitly teach the 
expansion card including at least one Interact Connector. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate an Interact Connector in the expansion card since an 
Interact Connector is well known in the art and is used to provide expansion capabilities 
to a computer by providing an interface for peripheral devices to connect to the 
computer. 

24. As per claim 1 1 , Dickens further teaches the backplane including a master 
slot coupled to at least one slave slot via a communication link [col. 5 lines 22-25. The 
peripheral data converter of the backplane is viewed as containing a master slot 
connected to the slave slot to which a peripheral device is connected wherein the 
master slot and slave slot are linked by a communication link]. 

25. As per claim 12, Dickens and Comer do not explicitly teach a port for 
providing UPS status and control communication. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a port for providing UPS status and control 
communication because it would be advantageous to inform the computer to which the 



Application/Control Number: 09/837,626 Page 12 

Art Unit: 2115 

device is connected of the power status of the devices connected to the computer via a 
port for UPS status. 

26. As per claims 17 and 37, Dickens and Comer do not explicitly teach the 
external functions unit including at least one serial port. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a parallel port in the external functions unit since a 
seriall port is well known in the art and is used to provide expansion capabilities to a 
computer by providing an interface for peripheral devices to connect to a computer. 

27. As per claims 18 and 38, Dickens and Comer do not explicitly teach the 
external functions unit including at least one parallel port. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a parallel port in the external functions unit since 
parallel ports are well known in the art and are used to provide expansion capabilities to 
a computer by providing an interface for peripheral devices to connect to the computer. 

28. As per claims 19 and 40, Dickens and Comer do not explicitly teach the 
external functions unit providing at least one application specific control. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate an application specific port in the external functions 
unit since application specific ports are used to provide expansion capabilities to a 
computer by providing an interface for peripheral devices associated with specific 
applications to connect to the computer. 
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29. As per claims 20 and 39, Dickens and Comer do not explicitly teach the 
external functions unit providing at least one modem port. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a modem port in the external functions unit since 
modem ports are used to provide expansion capabilities to a computer by providing an 
interface for modems to connect to the computer. 

30. As per claims 21 and 41 , Dickens and Comer do not explicitly teach the 
external functions unit providing at least one network port. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a network port in the external functions unit since 
network ports are used to provide expansion capabilities to a computer by providing an 
interface for the computer to connect with a network. 

31 . As per claims 22 and 42, Dickens and Comer do not explicitly teach the 
external functions unit providing at least one Internet port. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate an Internet port in the external functions unit since 
Internet ports are used to provide expansion capabilities to a computer by providing an 
interface for the computer to connect with the Internet. 

32. As per claim 23, Dickens and Comer do not explicitly teach an uninterruptible 
power supply (UPS) coupled to and controlled and monitored by the control module. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a UPS coupled to and controlled by the control 
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module because it would be advantageous to externally incorporate a power supply 
along with the control module. 

33. As per claim 27, Dickens and Comer do not explicitly teach the bus control 
module being coupled to monitor subunits of the UPS and controls the switch. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to enable the bus control module to monitor subunits of the UPS 
and control the switch since it would be advantageous for a system to possess the 
capability of monitoring each subunit of a UPS independently. 

34. As per claim 28, Dickens and Comer do not explicitly teach a plurality of 
switches being independently controlled by the bus control module to select which of a 
plurality of output lines are supplied power by the UPS. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a plurality of switches that are independently 
controlled by the bus control module to select output lines through which power is 
supplied by the UPS since it would be advantageous for a system to possess the ability 
to independently control output lines from a UPS. 

35. As per claim 29, Dickens and Comer do not explicitly teach a housing 
containing the UPS, bus control module and the bus hub. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a housing to contain the UPS, bus control module 
and a bus hub in order to enable the components to be contained in a single unit. 
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36. As per claim 30, Dickens and Comer do not explicitly teach the housing 
including a plurality of expansion slots. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to include a plurality of expansion slots in the housing in order to 
possess the ability to accommodate a plurality of peripheral devices to be connected to 
the expansion slots. 

37. As per claim 31 , Dickens and Comer do not explicitly teach the housing 
including connection points for coupling an expansion module to the housing. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to include connection points for coupling an expansion module to 
the housing in order to enable further expansion capabilities to the control module. 

38. As per claim 36, Dickens and Comer do not explicitly teach the hub providing 
at least one USB port and at least one USB+ port. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens and Comer to incorporate a USB+ port in the hub since a USB+ port and USB 
port are well known in the art and are used to provide expansion capabilities to a 
computer by providing an interface for a plurality of peripheral devices to connect to the 
computer. 

39. Claims 24-26 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Dickens et al [US Pat No. 6,549,966] in view of Comer [US Pat No. 6,081 ,856] as 
applied to claim 1 above, and further in view of Shinichi et al [US Pat No. 6,438,708]. 

40. As per claim 24, Dickens and Comer do not explicitly teach 
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an alternating current (AC) to direct current (DC) converter to receive an AC 
power signal from an external source; 

a battery coupled to the AC/DC converter; and 

a DC/DC converter to convert a DC signal of the AC/DC converter into at least 
a first predetermined voltage for use by a device external to the apparatus. 
Shinichi teaches 

an alternating current (AC) to direct current (DC) converter to receive an AC 
power signal from an external source [col. 1 1 line 64- col. 12 line 2; 57 Fig 6]; 

a DC/DC converter to convert a DC signal of the AC/DC converter into at least 
a voltage level for use by a device external to the apparatus [57 Fig 6; col. 1 1 line 64- 
col 12 line 2. The information processing apparatus 50 is external to the apparatus 57] 

Shinichi does not explicitly teach 

a battery coupled to the AC/DC converter; and 

converting a DC signal to a predetermined DC voltage. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens, Comer and Shinichi to incorporate a UPS that converts an AC signal from an 
external source to a DC signal which is further regulated to a predetermined DC voltage 
to be supplied to the computer since this is an attribute of a UPS that is well known in 
the art. Furthermore, it would be obvious to include a battery as a backup power source. 
41 . As per claim 25, Dickens and Comer do not explicitly teach 

a charger circuit coupled between the AC/DC converter and the battery to 
charge the battery from an incoming power signal; and 
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a power conditioning circuit coupled to the AC/DC converter to pass the 
incoming power signal through an output node. 

Shinichi teaches a power conditioning circuit coupled to the AC/DC converter 
to pass the incoming power signal through an output node [57 Fig 6; col. 1 1 line 64- col. 
12 line 2]. 

Shinichi does not explicitly teach a charger circuit coupled between the 
AC/DC converter and the battery to charge the battery from an incoming power signal. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens, Comer and Shinichi to pass the incoming power signal through an output node 
and incorporate a charger circuit coupled between the AC/DC converter and the battery 
to charge the battery from an incoming power signal since it would be advantageous for 
the battery to be charged for purposes of backup. 

42. As per claim 26, Dickens, Comer and Shinichi do not explicitly teach 

a DC/AC inverter coupled to the battery; and 

a switch coupled between the DC/AC inverter and the power conditioning 
circuit to select which of the battery and the power conditioning circuit can supply power 
to the output node. 

It would have been obvious to one skilled in the art to modify the teachings of 
Dickens, Comer and Shinichi to incorporate a DC/AC inverter coupled to the battery and 
to utilize a switch to select either the power conditioning circuit or the battery to supply 
power to the output node since it would be advantageous to select between a primary 
power source (power conditioning circuit) or a backup power source (battery). 
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Conclusion 

43. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

44. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Pranav Chandrasekhar whose telephone number is 
703-305-8647. The examiner can normally be reached on 8:30 a.m.-5:00 p.m. If 
attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Lee can be reached on 703-305-9717. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-746-7239 for 
regular communications and 703-746-7238 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
2100. 



Pranav Chandrasekhar 
May 17,2004 



THOMAS LEE 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 2100 



